
WWW.VORYS.COM

Intellectual Property Alert: Notes from the USPTO and Patent Public Advisory
Committee Quarterly Meeting Part 8 of 8: PTAB Update

Publications

Related Professionals

D. Jeremy Harrison 

Related Services

Intellectual Property

Patents

CLIENT ALERT  |  8.12.2020
 

The United States Patent and Trademark Office (the Office) and the
Patent Public Advisory Committee (PPAC) recently held their Patent
Public Advisory Committee Quarterly Meeting to review policies, goals,
performance, budget, and user fees. Topics addressed included 1)
Update on Patents business units; 2) Finance/Budget; 3) IT update; 4)
Artificial Intelligence; 5) International update; 6) Pendency and Quality;
and 7) PTAB update.

This final alert summarizes three topics discussed during the meeting:
1) America Invents Act (AIA) trials statistics; 2) the Precedential Opinion
Panel (POP) and precedential decisions; and 3) the Legal Experience
and Advancement Program (LEAP) program. 

AIA Trial Statistics

Regarding outcomes in FY19 of cases by petition, about 32% institutions
were denied, about 32% were settled, about 36% of the cases made it to
a final written decision (FWD), and about 2% requested adverse
judgment. For the 36% cases that made it to FWD, 21% were patentable
and 55% were unpatentable, with 24% mixed outcome (in the case
where there was more than one petition, and that one of them settled,
for example).

Regarding the outcomes in FY19 by patent, 27% patent institutions
were denied, 27% patent institutions were settled, and about 2%
requested adverse judgement. About 37% of patents challenged in
FY19 ended up with a FWD, wherein 21% of challenged patents were
upheld and 55% were found unpatentable.

Regarding the outcomes in FY19 by claims challenged, only 25% of the
challenged claims were actually found unpatentable in the FWD, and
about 31% of institutions were denied. For the ones that went onto to
receive a FWD, about 10% were found patentable.

https://www.vorys.com/harrison
https://www.vorys.com/services-ip
https://www.vorys.com/services-Patents-Inventions-and-Technology-Protection
https://ix.t.hubspotemail.net/e2t/tc/VWmDs62vW6xHW6Ynszv8ybG_LW5_BCzp4dGJQFN11fKX73p_9rV1-WJV7CgHMhW2Wv29f55mZk7W8ZHKjY1LHzGMW4b0TZN3_QszYW6KPp9r50rPyrVMM-KJ4kmJsgW12H6d68-SQRDW57z9zz2YvKFCVhLBcp3XYVybN2DyzWRVx8FKW4P8gBW5L_WYXW7q6y5b5cPLZHW5tX-Fb8gBLLZW6hVZfk37D6Z3W2VD19b8Mk6SPN5WY2rfB_DQrN22C9jmcFKcyVQWqV720Rj_gW48R6c94NtG1DN4m_q8d-nFpGW465J4_3rqyKGW5HD7pH8cxNR_W4bvky36Dn1THW4zq4-D3fxPp4W2wX2lP1VK_b5W2ZGV812d8gwBW4Ml1Z69fs10B32nk1
https://ix.t.hubspotemail.net/e2t/tc/VWmDs62vW6xHW6Ynszv8ybG_LW5_BCzp4dGJQFN11fKX73p_9rV1-WJV7CgVy1W2--rQl1pYmljW5nyjGk7YfgR1W1zk_Fb7Xh9hcW6l_N2f4fXxYqW4-2bcW957MtwW4yCPrV3Nf1TNW3q8gJX61lVhYW164Q7n8Fqz3tW1Q70gL2dJVBKN7MKWccGGHCPW4dfyrN5JZBQ_W5SsB1C4kh5v-F5261sknJrSW5VVfk_3z4zkyW6q4XgT2fmz0nW1-GMB975Z93CW5z_yPL35lfZqW5N1C7j8TdFN2W2gfN1M5dH1YgN16TqWcjg6WLW5T6nSs1_Gp1pW93H-CM1FMH_QW393H328zykndW4RPzHG1l3hjyW84v6BB5kqlFJW15x3rY98mN8c38tL1
https://ix.t.hubspotemail.net/e2t/tc/VWmDs62vW6xHW6Ynszv8ybG_LW5_BCzp4dGJQFN11fKX73p_9rV1-WJV7CgDHDW8ZpxsP8xntvgW5dwV4895CMdvVLKk8p9gnWCpW878bY65llD-HW8qLBQ34r7dYCW7PzT-c7S9gZ-VPqKSH3VX3w4N6g89pMrCJf_W8TbvTY2RgS0DW8ZLb8H67B4cYW7VpGB52_06lmMGv6mfwW3sDW3vQRY83p0XrhW7_4K-J5JPgGWW4NFffP5RxBy1W6lr9h197Jrv2W38gMVV2T0gztW6jmsvW57qKy1W6_FbR31JwtMdW4jKmdW6rx0ySW2Ht94g2xQktfW3PT37p1thMqmW7Qv7229b49QlW6TBht98K-t5xVNsybg72YjdCW4ft8NH4g2cp-3pqr1


WWW.VORYS.COM

For FY20 Q1, about 70% of the patents were challenged in one petition, so far (22% challenged in two
petitions). 

Precedential Opinion Panel (POP) and Precedential Decisions

PTAB Deputy Chief Judge, Jackie Bonilla, presented precedential cases, which can be found here. One
example presented was Hunting Titan, Inc. v. DynaEnergetics GmbH & Co. KG IPR2018-00600 (PTAB Aug.
20, 2019) (Paper 42), a case that dealt with motions to amend and what happens to substitute claims. The
POP ordered review to address the following issues: 

1. Under what circumstances and at what time during an inter partes review proceeding may the Board
raise a ground of unpatentability that a petitioner did not advance or insufficiently developed against
substitute claims proposed in a motion to amend?  

2. If the Board raises such a ground of unpatentability, whether the Board must provide the parties
notice and an opportunity to respond to the ground of unpatentability before the Board makes a final
determination.  

The POP accepted additional briefing from the parties and amici and held an oral hearing on February 18,
2020. 

Legal Experience and Advancement Program (LEAP)

LEAP was designed to foster the development of the next generation of patent practitioners by creating
opportunities to gain the proper skills and experience in oral arguments before the Board. To be eligible, a
patent agent or attorney new to the practice of law or new to practice before the PTAB must have three or
fewer substantive oral arguments in any federal tribunal, including the PTAB, and seven or fewer years of
experience as a licensed attorney or agent.

Under the LEAP program, the Board will grant additional argument time to the LEAP participant, typically
up to 15 minutes depending on the length of the proceeding and the PTAB’s hearing schedule. The LEAP
participant does not have to be allocated a specific amount of time, and it remains within the Board’s
discretion to allocate time between counsels. The LEAP participant must have a substantive role in the oral
argument, but more experienced counsel may provide some assistance, if necessary, and may make
limited clarifications on the record

To file a LEAP request: 

● AIA trials: email to Trials@uspto.gov at least 5 business days before the hearing. 

● Appeals: email to PTABHearings@uspto.gov at least 5 business days before the hearing. 

● LEAP participants must file a Verification Form confirming eligibility. 

LEAP participants are encouraged to participate otherwise in Board proceedings (e.g., conference calls,
pre-hearing conferences, and depositions).
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